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1 . Claim 30 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. This claim depends upon 
canceled claim 1 and thus is not further limiting. For prior art purposes it will be 
assumed that this claim depends upon claim 1 1 . 

2. Applicant is advised that should claim 25 be found allowable, claim 27 will be 
objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 

3. Claims 1 1 to 27 and 30 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. There is no support for the limiting 
"organic solvent" found in the specification. The specification generally refers to 
solvents but does not specify organic solvents. Applicants cannot rely on the two 
specific solvents used in the working example as support for the much broader term 
"organic". 

4. Claims 1 1 to 27 and 30 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In claim 1 1 , reference to X as sulfur is confusing since the reactive silanes that 
limit the formula (6) will not result in a sulfur X group. 

Also in claim 1 1 , "W" is not defined and R'X should be R' x . 
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In claim 26, note the above rejection regarding X as sulfur. 

5. As an aside the Examiner notes that in claim 1 , claim 26 and claim 28 there 
appears to be a period "." after reference to the formula (6). This is confusing since a 
period normally indicates the end of a sentence and, correspondingly, the end of the 
claim. Applicants are requested to delete this period. The Examiner did not notice this 
in the previous examination and as such this is not being made as a formal new ground 
of rejection. 

6. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

7. Claim 28 is rejected under 35 U.S.C. 1 02(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Majolo et al. 

This rejection relies on the rationale noted in the previous office action as it then 
applied to claim 1 1. On page 9 of the response dated 4/23/07, applicants state that 
claim 28 requires the base polymer to be a hydroxyl functional polyurethane prepoly- 
mer. In fact, claim 28 only requires that a polyurethane prepolymer. Since Majolo et al. 
is specific to a polyurethane polymer, this claimed feature is anticipated. 

With regard to applicants' comments about the hydroxyl groups in Majolo et al., 
this fails to distinguish the claims from the prior art. On one hand, note that "R" in 
formula (6) can be hydrogen. Thus, while referred to as having alkoxysilane 
functionalities, the claimed structure per se is not so limiting. On the other hand, note 
that the polyurethane prepolymer in Majolo et al. is initially an alkoxysilane terminated 
polyurethane prepolymer (column 7, line 27). The subsequent hydrolysis of these 
alkoxy groups is not excluded by this claim. Even if applicants were to include language 
such as that found in claim 1 1 , i.e. wherein the prepolymer is neat or dissolved in 
organic solvent, this would not exclude the presence of water in the coating composition 
since this language limits the prepolymer (A) and not the coating formulation (B). Note 
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that the coating formulation (B) "comprises" the prepolymer (A). This open language 
allows for the presence of water. 1 

8. Claims 11 to 14, 17 to 21, 24, 25 and 27 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Sakagami 
etal. 

This rejection is based on the rationale noted in the previous office action and as 
such this will not be repeated. Applicants argue that there is a significant and profound 
difference between methylene spacer and the more commonly used propylene spacers; 
however, applicants do not provide data or evidence of a significant and profound differ- 
ence. 

Reference to the working examples in Sakagami et al. carry no weight because 
1) patentees are not limited to their working examples and do not require water in the 
composition therein and 2) as noted above, there is nothing that excludes water from 
the composition and there is no evidence of the reactivity of methylene spaced alkoxy 
silyl groups in water. 

9. Applicants have inserted the limitation of claims 1 3 and 1 5 into claim 1 1 . The 
Examiner has previously rejected claim 1 5 as being obvious over Majolo et al. Upon 
reconsideration, however, the Examiner has withdrawn the basis for this rejection, as it 
would have applied against the currently amended claim 11. That is, there is nothing in 
Majolo et al. that would suggest selecting a specific alkoxysilane compound meeting (6) 
as now claimed to result in a composition having a hardness as claimed. As noted in 
the previous office action, if the composition is anticipated then the coating composition 
will necessarily have this property. Since this claim is no longer anticipated one must 
consider the obviousness of obtaining a hardness value as claimed. There is nothing in 
Majolo et al. that would lead the skilled artisan to arrive at a composition having the 
necessary hardness. 



1 To this extent, applicants provide no support for their assertion regarding the inoperability of methylene 
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10. Claims 15, 16, 22, 23, 26, 29 and 30 are neither taught nor suggested by the 
prior art. 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 
272-1090. The examiner can normally be reached on Monday and Wednesday to 
Friday, 10am to 4pm. J / A-Vj 




mgm 
7/5/07 



spaced alkoxysilane groups in water. 



